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DETAILED ACTION 



Status of Claims 

1. In response to the communication filed 1/12/04, the following is a non-final office 
action. Claims 1-56, 65-71 , 75, and 81-83 are cancelled in this application. Claims 57- 
64, 72-74, 76-80, and 84-93 are pending and have been examined on the merits, and 
have been rejected. Any amendments to the claims have been addressed in the 
rejection. The previous rejection has been withdrawn. The following rejection reflects 
the claims as amended. 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

3. Claims 57-61 , 63, 64, 72-74, and 76-79 are rejected under 35 U.S.C. 102(a,e) as 
being anticipated by Erickson (5,765,152). 

As per claims, 57, 77, Erickson discloses: 
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Having on a computer network a server that presents web pages, (Abstract, lines 
8-1 1 , Col. 5, lines 10-13 and lines 37-39, [shows transacting a license to the 
DOCUMENT through the VIEWER and the on-line communications], Col. 9, lines 42-45, 
[shows transferring the container, which is a representation of the media via http or 
World Wide Web]); 

each web page associated with one of a plurality of source works of authorship/a 
database component that generates web pages, each web page being associated with 
at least one of a plurality of source works of authorship, (Fig. 4 [60] where the document 
includes more than one work, Col. 5, lines 36-38, Col. 9, lines 42-45, Col. 12, lines 62- 
66/Col. 23, lines 4-8); 

each web page presenting to any one of a plurality of client computers an offer of 
a license to use the associated source work of authorship, (Col. 24, lines 52-55, where 
the Server presenting terms for licensing indicates an offer of the license); 

Receiving at the server form one of said client computers, relating to one of said 
web pages, an acceptance of the license to use the associated source work of 
authorship/a receiving component that receives acceptances from users, each 
acceptance relating to one of the web pages, (Col. 27, line 64-Col. 28, line 1 , 
[generating an acceptance signal]); 

In response to receiving the acceptance creating on a server on the computer 
network a record associated with said accepted license and containing information 
about said accepted license, said record identified by a unique license identifier and 
accessible by said client computer/a licensing record component that receives each 
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acceptance, and, in response to receiving the acceptance, generates a record 
associated with the accepted license and containing information about the terms of the 
accepted license, (Col. 11, line 65-Col. 12, line 4, [where the bibliographic record of 
copyright uses through generations of derivative work, which can include the Document 
ID represents the created record], Col. 8, lines 26-33, [shows the communication of a 
digital representation of the licensing terms], where the packager is complimentary to 
the viewer). 

Providing to said client computer said unique license identifier, (Col. 24, lines 27- 
35 w/ Col. 20, lines 51-55). 

As per claim 58, Erickson discloses: 

Wherein the license identifier comprises a number, (Col. 11, lines 37-40). 
As per claim 59, Erickson discloses: 

Wherein the record on the server is accessible by a client computer in the form of 
a web page presenting terms for the accepted license, (Col. 5, lines 36-38, Col. 8, lines 
26-30 w/ Col. 9, lines 42-45). 

As per claim 60, Erickson discloses: 

Further comprising the step of the server receiving from a client computer said 
unique license identifier and using said unique license identifier to find the record, (Col. 
17, lines 14-18, lines 38-42, w/ Col. 1 1 , lines 45-53). 

As per claim 61 , Erickson discloses: 

Wherein the server solicits from the client computer a name of the licensee and 
records the name in the record, (Col. 3, line 64-Col. 4, line -4). 
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As per claim 63, Erickson discloses: 

Wherein each licensing web page/ Wherein the record includes one or more of: 
a title of the associated work, a name of an author of the associated work, and a name 
of a publisher of the associated work, (Col. 5, lines 61-64). 

As per claim 64, Erickson discloses: 

Wherein the computer network comprises the global computer network, (Col. 9, 
lines 37-40). 

As per claim 72, Erickson discloses: 

A registration component the receives registration information for a set of works 
of authorship from a first client system, (Col. 14, line 61 -Col. 15, line 7); 

The registration component also generating a first code corresponding to the 
licensing terms record and thereafter providing the first code to the first client system, 
the first code including information enabling a second client system to access the 
license record, (Col. 11, line 43-48); 

A clearance component that receives from the second client system a request to 
access the licensing terms record in the registration component, (Col. 6, line 62-Col. 7, 
line 2, w/ Col. 5, lines 26-29); 

The request including user information and acceptance of terms of a license 
corresponding to the licensing terms record, (Col. 7, lines 7-1 1 , Col. 5, lines 26-29 w/ 
Col. 21, lines 42-48); 
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And the clearance component providing to the second client system a second 
code corresponding to a license granted for the work of authorship associated with the 
licensing terms record, (Col. 19, lines 20-31, [each usage right]); 

And generating a corresponding license record for the granted license accessible 
from a client computer as a web page corresponding to the second code, (Col. 1 1 ,line 
65-Col. 12, line 6); 

And generates a licensing terms record in a database corresponding to the set, 
(Col. 8, lines 36-42, Col. 20, lines 62-67); 
As per claim 73, Erickson discloses: 

Wherein the request received by the clearance component from the second client 
system comprises a request from a web browser running on the second client system, 
the web browser generating the request from the first code, (Col. 17, lines 24-44, 
[launch a licensing transaction after clearance occurs]): 
It would have been obvious to one of ordinary skill in the art at the time of the 
applicant's invention for a request from a web browser to come from the clearance 
component with the motivation of utilizing traditional resources on the web to access 
information, w/ Col. 3, lines 26-33 and lines 45-63, shows subsequent on-line licensing); 
As per claim 74, Erickson discloses: 

Wherein the clearance component further provides along with the second code a 
copy of the work of authorship to the second client system, (Col. 12, lines 26-41 w/ Col. 
5, lines 25-29). 

As per claim 76, Erickson discloses: 
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Wherein the registration and clearance components communicate with client systems 
over the global computer network, (Col. 9, lines 42-45). 
As per claim 78, Erickson discloses: 

Wherein each of the plurality of users corresponds to a client system, (Col 4, 
lines 44-46). 

As per claim 79, Erickson discloses: 

Wherein each unique license identifier comprises one of or both of: a visual 
representation conveying information enabling a user to access the record associated 
with the license and a machine-readable portion enabling the user to access the record 
through a web browser, (Fig. 7, [licenseit! button], Col. 5, lines 36-44, lines 50-55, 
[visual representation]). 



Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 



5. Claims 84-93 are rejected under 35 U.S.C. 103(a) as being unpatentable over 



Erickson (US 5,765,152), and further in view of Egger et al (5,832,494). 
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As per claim 84 Erickson discloses: 

Having on a computer network a license offering server that presents web pages, 
(Col. 5, lines 10-13, lines 37-39, Col. 9, lines 42-45, Col. 3, lines 20-25, Abstract, lines 
8-11); 

Each web page associate with one of a plurality of viewable works of authorship, 
(Col. 12, lines 64-66, Fig. 4 [60], where the Document is viewable and includes more 
than one work, Col. 5, lines 36-38, Col. 12, lines 62-66); 

And with a unique work identifier, (Col. 11, line 65-Col. 12, line 4, [Document ID]); 

Each web page presenting to ay of a plurality of client computers on the network 
an offer of a license to use the associated viewable work of authorship, (Col. 27, lines 3- 
6, where the presentation of the auxiliary permissions in Erickson serves as the offer of 
the license); 

From a server on the computer network, providing to a client computer on the 
network one of said works of authorship, (Col.27, lines 6-12); 

and causing the client computer to display... a hotspot, which when selected at 
the client computer, provides the unique work identifier associated with said work for 
use as part of a network address, thereby directing the client computer to the licensing 
web page for the associated work of authorship, (Col. 17, lines 14-18, where the user 
double-clicks on the document ID in the scroll view and can initiate a transaction with 
the registration server by selecting a document ID from this list, in this case the 
presentation of the document ID is a representation of a hotspot w/ Col. 1 1 , lines 37-54, 
Fig. 7, (Licenseit! button) also represents a hotspot since the VIEWER presents this 
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option to the user so when this icon is clicked it takes the user to the licensing web page 
for the associated work. These hotspots are viewable parts of the viewable work since 
all pages presented by the viewer are linked to one another. In this case, the viewer 
presents both the Licenseit! button and the actual document or viewable work). 

Receiving at the license offering server a request form the client computer to 
present the licensing web page for the associated work of authorship, (Col. 3, lines 38- 
41). 

Erickson fails to disclose the following, however Egger et al discloses: 

as a viewable part of said viewable work viewable in a single window, a hotspot, 
[containing an icon comprising a non-verbal representation of a visual object], (Col. 46, 
lines 19-31, [where hotspot is represented by the active icon and the icon being 
embedded within the text document represents viewable in a single window]). 

It would have been obvious to one of ordinary skill in the art at the time of the 
applicant's invention to include the hotspot as a viewable part of the viewable work with 
the motivation of allowing the user to easily identify a point which will accurately link the 
user to valuable information. 

As per claim 85, Erickson discloses: 

Wherein the hot spot includes an icon representing an action to obtain a license 
relating to the work of authorship, (Fig. 7, [licenseit! button}, this button represents the 
icon since it links the user to the page where he can actually obtain the license]). 

As per claim 86, Erickson discloses: 

Wherein the work of authorship is a text article, (Col. 4, lines 56-58); 
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having a beginning and an end and the hotspot is located at the end, (Fig. 7, 
licensit! icon [hotspot] is at the end [bottom] of page). 

As per claim 87, Erickson discloses the following: 

Wherein the unique work identifier is a universal resource name within the 
network, (Col. 1 1 , lines 42-47). 

As per claim 88, Erickson discloses: 

wherein the unique work identifier includes an identifier of the publisher of the 
work, (Col. 4, lines 1-4, where the publisher is a user of the system shown by Col. 21 , 
lines 50-53). 

As per claim 89, Erickson discloses: 

Wherein each licensing web page/ Wherein the record includes one or more of: 
a title of the associated work, a name of an author of the associated work, and a name 
of a publisher of the associated work, (Col. 5, lines 61-64). 

As per claim 90, Erickson discloses: 

Wherein each licensing web page includes a field in which a type of permission 
can be selected, (Col. 3, lines 31-33). 

As per claim 91 , Erickson discloses: 

and the associated licensing web page includes a field in which a portion of the 
article to be used can be specified, (Col. 3, lines 30-40, [permissions]). 

Wherein the work of authorship is a text article, (Col. 4, lines 56-58),. 
As per claim 92, Erickson discloses: 
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Indicating that offered license terms have been accepted, (Col. 27, line 64-Col. 
28, line 1); 

Wherein each licensing web page includes a hot spot, (Col. 17, lines 14-18, 
where the user double-clicks on the document ID in the scroll view and can initiate a 
transaction with the registration server by selecting a document ID from this list, in this 
case the presentation of the document ID is the hotspot w/ Col. 1 1 , lines 37-54). 

As per claim 93, Erickson discloses: 

Wherein the computer network comprises the global computer network, (Col. 9, 
lines 37-40). 

6. Claim 80 is rejected under 35 U.S.C. 103(a) as being unpatentable over Erickson 
(US 5,765,152). 

As per claims 80, Erickson fails to disclose the following: 

Wherein each record comprises a markup language file that may be displayed by 
a user through a web browser. 

Official notice is taken that it is old and well known in Internet related art for a 
record to comprise a markup language file that may be displayed by a user through a 
web browser. It would have been obvious to one of ordinary skill in the art at the time of 
the applicant's invention for the record to comprise a markup language file that may be 
displayed by a user through a web browser with the motivation of having means to 
direct a specific user to a particular web page. In addition, Erickson teaches that the 
invention utilizes an Internet Domain Name Service to find a network or TCP/IP 
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address. In Internet technology, html is a standardized language used for this type of 
file transmission. 

7. Claim 62 is rejected under 35 U.S.C. 103(a) as being unpatentable over Erickson 
(US 5,765,152), and further in view of Egger et al (5,832,494), and further in view of 
Kahn et al (US 6,135,646). 

As per claim 62, Erickson discloses: 

Wherein the server solicits from the client computer an address and sends to the 
client computer a message, (Col. 4, lines 1-4); 

Both Erickson and Egger et al fail to disclose the following, however Kahn et al 
discloses: 

that printed copies of the work of authorship will be delivered to the specified 
address, (Col. 28, lines 14-20. 

It would have been obvious to one of ordinary skill in the art at the time of the 
applicant's invention to send a message stating the printed copies of the work of 
authorship will be delivered to a certain address with the motivation of visually 
producing the document signals at a specific location so the user can easily locate and 
access the document. 
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R sponse to Argum nts 

8. Applicant's arguments filed 1/12/04 have been fully considered but they are not 
persuasive. 

As per claims 84-93, even though applicant admits on Page 8 of the response 
that hotspots which are links to other resources can appear in a document or any work 
of authorship presented on a computer display across a network are well known, the 
applicant argues that there is no suggestion in either Erickson or Egger that any of their 
aspects might be combined and no hint of any motivation to do so. Erickson discloses a 
system and method for managing copyrighted electronic media where a Licenseit! 
Button (Figure 7) is used to link the user to the licensing page. Egger discloses a 
system for indexing, searching and displaying data where documents may include 
hotspots, which link a user to other documents or objects. The motivation to combine 
the Erickson and Egger references is that both references deal with document 
management and processing. Incorporating the hotspot of Egger into the licensing 
system of Erickson would give the user the ability to easily access licensing documents 
upon the click of a hotspot. 

9. Applicant's arguments with respect to claims 57, 72 and 77 have been 
considered but are moot in view of the new ground(s) of rejection. These claims are 
now rejected under 35 USC § 102. 
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Conclusion 



10. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Akiba K Robinson-Boyce whose telephone number is 
703-305-1340. The examiner can normally be reached on Monday-Friday 8:30am-5pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Tariq Hafiz can be reached on 703-305-9643. The fax phone numbers for 
the organization where this application or proceeding is assigned are 703-746-7238 
[After final communications, labeled "Box AF"], 703-746-7239 [Official Communications], 
and 703-746-7150 [Informal/Draft Communications, labeled "PROPOSED" or "DRAFT"]. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is 703-305- 
3900. 




A. R. B. 

February 9, 2004 




